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DETAILED ACTION 
Response to Amendment 

Applicant submitted a copy of English translated Japanese document perfecting 
the filing date of the priority document, therefore the finality of the last office action is 
withdrawn. 

Claim Objections 

Claim 22 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form 

The test for a proper dependent claim is whether the dependent claim includes 
every limitation of the parent claim. The test is not whether the claims differ in scope. A 
proper dependent claim shall not conceivably be infringed by anything, which would not 
also infringe the basic claim. If independent claim recites a method of making a specified 
product, a claim to the product set forth in the independent claim would not be a proper 
dependent claim since it is conceivable that the product claim can be infringed without 
infringing the base method claim if the product can be made by a method other than that 
recited in the base method claim. Therefore, claim 22 is improper dependent claims. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-15 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Marshall et al. (US 6,650,429), in view of Sleeper (US 6,401,074) and further in 
view of Hunter et al. (US 6,650,429), 

Regarding claims 1, 3-6, 12-15, Marshall teaches as server (control center) 
providing means for receiving and storing input information containing advertising 
placement information (see col. 7 lines 44-53, col. 8 lines 1-29); (control center providing 
support to the database manager and transmission sequence compiler) means for 
distributing specific data in the input information to a individual entities, stores or retail 
system, such as kiosk, receiving the specific data through printer appKances or receiver- 
printer dispensers, in a specified area specified by the PC (see col. 7 lines 54-60, col. 8 
lines 10-18, col. 6 Unes 34-64); and a server providing control means for controlling 
printing the advertising placement information on the printer or receiver-printer 
dispenser, system receiving the distribution, central computer connected to the server (see 
col. 3 line 59 to col. 4 line 1 1, col. 1 1 line 55 to col. 14 Une 5). Sleeper teaches in 
addition to displaying the message, printing the advertisers message on a receipt of POS 
system, including POS terminal, and charging advertisers fee for displaying and printing 
the message; a central conputer integrally controlling the POS system (see col. 3 Unes 
1 1-67 col 4 Unes 28-39, col. 9 line 60 to col. 10 Une 5). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to also print the message of 
Marshall, on the POS system, as in Sleeper, since it is known for retails to provide check- 
out coupons to customers so they can redeem the coupon. Marshall teaches providing 
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access to the subscribers directory (see col. 7 lines 10-19), electronically receiving 
entered to the database (see col. 13 lines 24-29), or add the promotions directly (see col. 
17 lines 54-59) however does not exphcitly teach providing an application page 
containing advertisement placement application form. Hunter teaches accessing a central 
station via the Intemet through interface web server sending advertisement content and 
for scheduling and purchasing advertisement time for displaying advertisement in 
specific locations (see col. 3 hues 1-21). It would have been obvious to one of ordinary 
skill in the art at the time of the invention to use a web interface, as in Hunter, in 
Marshall's message receiving and broadcasting system, since web interface provides 
since web pages can be accessed from user computer and provide links to other pages. 

Regarding claim 2, Marshall teaches posting, dispatching messages and tracking 
sender volumetric for billing (see col. 7 lines 49-64) however does not teach means for 
calculating an advertising placement fee, means for storing and sending the calculated fee 
information to the cUent PC, means for confirming fee payment. Hunter teaches billing 
and report generation module providing reports showing calculating advertisement 
placement fee storing and sending the calculated fee information and payment to user. It 
would have been obvious to one of ordinary skill in the art at the time of the invention for 
one to know that the retail stores of Marshall and Sleeper would charge fee for displaying 
and printing the advertisement, in order to generate revenue by providing promotional 
display, as taught in Sleeper, and to inform the advertisers by providing billing system for 
the service provided, as taught in Hxmter. 

Regarding claim 3, Marshall teaches plurality of POS system installed in plurality 
of branches or stores of chain store (see 13 hues 18-29, col. 17 hne 53 to col. 18 hne 19). 



Application/Control Number: 09/8 18,125 Page 5 

Art Unit: 3622 

Regarding claims 4-6, Marshall teaches enabling selection of one place name 
form a plurality of names of places or area, chain stores where advertisement can be 
placed, by selecting serial number of the printers (see col. 6 hnes 37-64, col 7 hues 1- 
64). 

Regarding claims 7, 8, 10, 1 1, Marshall teaches enabling specification of one or 
more conditions restricting advertising placement, specifying advertising period, specific 
time period, target (see col. 8 line 10-25, col. 13 lines 18-53). 

Regarding claim 9, Marshall teaches tracking of volume for billing sender 
(advertiser), however does not teach specification of number of pages printed. Official 
notice is taken that is old and well know in advertisement to specify the number of ad 
prints or volume and to be charged based on the number of ads printed or displayed. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention provide a page for specifying the number of prints for those who prefer to pay 
fee based on the number of printed coupons, rather than based on time period, in order to 
make sure that advertiser is paying only for coupons that are provided to customers. 

Claim 23 is rejected as stated above in claim 1 . 

Claims 16-22, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sleeper (US 6,401,074) and further in view of Hunter et al. (US 6,650,429). 

Regarding claims 16, 18, 21 and 22 Sleeper teaches receiving and storing 
advertisement placement information, charging fee for the placement of the 
advertisement, registering in the POS system advertising information and outputting 
advertisement by means of a printer device, charging the advertisers for placement of the 
advertisement; sending specific information to the POS system; distributing by central 
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conputer connected to POS, via the Internet (see col 3 lines 1-67, col 6 lines 50-67,col 
8 lines 47 to col. 8 line 67, col. 9 line 60 to col. 10 line 3). Sleeper does not teach how the 
advertisers submit the advertisement placement information that is displayed and printed 
by the retailer stores (POS) and calculate an advertisement fee based on the input 
information, it is taught in Hunter. Hunter teaches providing application page containing 
an advertisement apphcation form for receiving and storing information containing 
advertisement placement information (see col. 2 line 66 to col. 3 Une 30), calculating fee 
based on the selection; sending specific information to the be displayed (see col. 3 line 62 
to col. 4 line 46). It would have been to one of ordinary skill in the art to provide 
apphcation page for receiving and storing information containing advertisement 
placement information and calculated fee based on the input information. One would be 
motivated to provide advertisers a direct access for purchasing promotional displays and 
for directly sending their ads electronically, to be displayed at the locations and time 
selected by the advertiser as taught by Hunter (see col. 1 lines 7-18 and col. 2 lines 1-25), 
and to calculate fee that would provide revenue. 

Regarding claim 17, Hunter teaches payment using debit payment or other 
suitable payment code (see col. 4 lines 44-47). Official notice is taken that is old and well 
known in credit card processing, to confirm credit card vaUdity by a credit card con5)any 
or banks. It would be obvious to one of ordinary skill in the art at the time of the 
invention for someone to know that Hunter's payment system would confirm the validity 
of the credit card used for payment by contacting the credit card issuer to avoid fraud. 
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Claim 19, are rejected under 35 U.S. C. 103(a) as being unpatentable over Sleeper 
(US 6,401,074) in view of Hunter et al. (US 6,650,429) and further in view of Marshall et 
al (US 6,650,429). 

Regarding claim 19, Sleeper does not teach confirming a POS system specified by 
the input information and sending the information to the confirmed POS system, it is 
taught in Marshall (see col. 7 lines 49-64, col. 8 Unes 10-29). Marshall teaches specifying 
which stores receive the message and transmitting the message to the stores selected by 
conforming the serial number of the printer, therefore, it would have been obvious to one 
of ordinary skill in the art at the time of the invention to implement Marshall's selected 
distribution system in Sleeper's displaying and printmg of advertisers messages to 
provide advertisers an option for selectively displaying or printing their advertisement at 
specific locations or time, as taught in Marshall. 

Response to Arguments 

Applicant's arguments with respect to claims 1-23 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
appUcant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yehdega Retta whose telephone number is (571) 272- 
6723. The examiner can normally be reached on 8-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for 
the organization where this apphcation or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Apphcation Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or PubUc PAIR, Status 
information for unpublished apphcations is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EEC) at 866-217-9197 (toll-free). 
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